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DETAILED ACTION 

Claims 1-20 are pending. 

Claim Objections 

1. Claims 15, 17, 17, 19, and 20 recite the word "for" in the body of the claims. It 
indicates intended use and as such does not carry patentable weight. The word could 
be changed to recite "to". The limitations following the phrase "for" describes only 
intended use but not necessarily required functionality of the claim. Limitations 
following the phrase "for" do not carry patentable weight, which cause the claims to 
appear as a series of non-functional descriptive material/data without any functional 
relation with each other. Applicant is required to amend the claims so that the claim 
limitations are recited in a definite form. 

Claims 1,10, 13-14, and 17-18 are objected to because of the following 
informalities: the recitation of "if makes the statement(s) following the recitation totally 
optional. As such the action does not have to occur. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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3. Claim 1 and 18 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

Claim 1 does not list any hardware (i.e. computer) tied to the steps in order to 
operate the steps of the claims therefore resulting in software only implementation. 
Who does the displaying? 

Claim 18 does not list any computer/processor that executes the program code 
and as such is considered software only. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1,12 and 14 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites the limitation "set of keys". It is unclear to the examiner what 
applicant means by the term "key", what and when are they set. Appropriate 
clarification is required. 
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Claim 12 recites the limitation "obtaining custom data". It is unclear to the 
examiner where this data comes from, who or what supplies it. Appropriate clarification 
is required. 

Claim 14 recite the word "for" in the preamble. There is no nexus between 
preamble and the body of claim because "for" is intended use never having to be 
realized and body of the claim doesn't recite the intended use of "management custom 
data during electronic purchase" 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-6, 9, 14-16 and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nishimura (US 2001/0051904 A1). 

As per claim 1 Nishimura is directed to a method of managing custom data during an 
electronic purchase, the method comprising: 

selecting an item for purchase (page 5, paragraph 0073) ; 

determining a set of attributes for the item (page 4, paragraph 0062); 
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comparing the set of attributes to a set of keys (page 5, paragraph 0078, lines 
11-15, wherein the "keys" could mean the choices available for customization); 

and displaying a custom data form if the set of attributes matches the set of keys 
(page 7, paragraph 0103, lines 7-9). 

As per claim 2 Nishimura is directed to the selecting step comprises: 

adding the item to an electronic shopping cart (page 7, paragraph 0101, wherein 
item is added to cart after the selects the item); 

selecting to checkout the electronic shopping cart (page 7, paragraph 0102, lines 
7-10, wherein the client determines whether the item appears to be the one selected); 

and obtaining purchase information for the electronic purchase (page 7, 
paragraph 0103, lines 5-6). 

As per claim 3 Nishimura is directed to wherein the custom data form is 
displayed after the obtaining step (page 7, paragraph 0103, lines 7-9). 

As per claim 4 Nishimura is directed to comprising generating the custom data 
form for the item (page 7, paragraph 0103, lines 7-9). 



As per claim 5 Nishimura is directed to comprising obtaining custom data using 
the custom data form (page 7, paragraph 0103, lines 7-9). 
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As per claim 6 Nishimura is directed to comprising storing the obtained custom 
data in a database (page 4, paragraph 0063, lines 8-12, wherein custom data can mean 
any information about the product). 

As per claim 9, Nishimura is directed to the custom data form is displayed once 
for a plurality of items that match the set of keys (figure 9, wherein the form is displayed 
matching the selected data). 

As per claim 14 Nishimura is directed to a system for managing custom data 
during an electronic purchase, the system comprising: 

a selection system for allowing a user to select an item for purchase (page 5, 
paragraph 0073); 

an attribute system for determining a set of attributes for the item (page 4, 
paragraph 0062); 

a key system for comparing the set of attributes to a set of keys (page 5, 
paragraph 0078, lines 11-15, wherein the "keys" could mean the choices available for 
customization); 

and a form system for displaying a custom data form if the set of attributes 
matches the set of keys (page 7, paragraph 0103, lines 7-9). 



As per claim 15 Nishimura is directed to comprising a checkout system for 
obtaining purchase information for the item (page 7, paragraph 0103, lines 5-6). 



Application/Control Number: 10/688,097 



Art Unit: 2165 



Page 7 



As per claim 16 Nishimura is directed to comprising a storage system for storing 
custom data, wherein the form system further obtains the custom data using the custom 
data form (page 4, paragraph 0063, lines 8-12, wherein custom data can mean any 
information about the product). 

As per claim 18 Nishimura is directed to a computer program product stored on a 
recordable medium for managing custom data during an electronic purchase, which 
when executed comprises: 

program code for allowing a user to select an item for purchase (page 5, 
paragraph 0073); 

program code for determining a set of attributes for the item (page 4, paragraph 

0062); 

program code for comparing the set of attributes to a set of keys (page 5, 
paragraph 0078, lines 11-15, wherein the "keys" could mean the choices available for 
customization); 

and program code for displaying a custom data form if the set of attributes 
matches the set of keys (page 7, paragraph 0103, lines 7-9). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 7, 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishimura (US 2001/0051904 A1) in view of Leber et al. (US 2003/0182391 A1). 

As per claim 7 Nishimura does not teach concatenating custom data obtained 
using at least two input fields in the custom data form. 

Leber et al. does teach concatenating custom data obtained using at least two 
input fields in the custom data form (Leber et al. . figure. 2b, 288). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Nishimura by teachings of Leber at al. to include 
concatenating custom data obtained using at least two input fields in the custom data 
form because doing so keeps all the relevant data together. 

Nishimura as modified still does not teach storing the concatenated custom data 
as a large object in the database. 

Leber et al. does teach storing the concatenated custom data as a large object in 
the database (Leber et al. . page 4, paragraph 0067, lines 7-8). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Nishimura as modified by teachings of Leber et al. 
to include saving the information in a database because it is more efficient to store the 
data in a repository that is easily accessed. 
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As per claim 8 Nishimura as modified still does not teach comprising parsing the 
concatenated custom data to determine the custom data obtained for one of the at least 
two fields. 

Leber et al. does teach comprising parsing the concatenated custom data to 
determine the custom data obtained for one of the at least two fields (Leber et al. page 
4, paragraph 0067, lines 2-4, wherein "concatenated custom data" could mean 
"message"; figure. 2b, 288). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Nishimura as modified by teachings of Leber at al. 
to include parsing the concatenated custom data because the data would only make 
sense it placed in proper format. 

9. Claims 10, 12-13, 17 and 19-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nishimura (US 2001/0051904 A1) in view of Christensen et al. (US 
2002/01541 14 A1). 

As per claim 10 Nishimura is directed to a method of managing custom data 
during an electronic purchase, the method comprising: 

selecting an item for purchase (page 5, paragraph 0073); 

obtaining purchase information for the item (page 7, paragraph 0103, lines 5-6); 

determining a set of attributes for the item (page 4, paragraph 0062); 
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comparing the set of attributes to a set of keys (page 5, paragraph 0078, lines 
11-15, wherein the "keys" could mean the choices available for customization); 

displaying a custom data form if the set of attributes matches the set of 
keys(page 7, paragraph 0103, lines 7-9); 

Nishimura does not teach obtaining custom data using at least one input field in 
the custom data form. 

Christensen et al. does teach obtaining custom data using at least one input field 
in the custom data form (Christensen et al. . page 8, paragraph 0049, lines 21-25, 
wherein "input fields" could mean "selectable options"). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Nishimura by teachings of Christensen et al. to 
include input fields in custom form because having more choices mean more variety to 
satisfy the selection. 

Nishimura as modified still does not teach storing the obtained custom data and 
purchase information in a database. 

Christensen et al. does teach and storing the obtained custom data and 
purchase information in a database (Christensen et al. . page 8, paragraph 0049, lines 
48-51). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Nishimura as modified by teachings of Christensen 
et al. to include saving the information in a database because it is more efficient to store 
the information about item and purchase data together for good recordkeeping. 
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As per claim 12 Nishimura as modified is directed to the storing step further 
comprises storing an entry in a custom data group table for a custom data group, 
wherein the custom data group includes each item in the electronic purchase that 
matches the set of keys (Nishimura , figure 2 shows table with various keys). 

As per claim 13 Nishimura as modified is directed to storing the large object in an 
entry in a group custom data table if the custom data form is displayed once for the 
custom data group (Christensen et al. . page 5, paragraph 0049, lines 48-51 , wherein 
the database is made up of tables); 

and storing the large object in an entry in an item custom data table if the custom 
data form is displayed for each item in the custom data group ( Christensen et al. . page 
5, paragraph 0049, lines 48-51, wherein the database is made up of tables). 

As per claim 17 Nishimura is directed to the storage system includes: 

a custom data group table for storing an entry for a custom data group, wherein 

the custom data group includes each item in the electronic purchase that matches the 

set of keys (Nishimura , figure 2 shows table with various keys); 

Nishimura does not teach group custom data table for storing an entry for the 

custom data for the custom data group if the custom data form is displayed once for the 

custom data group. 
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Christensen et al. does teach group custom data table for storing an entry for the 
custom data for the custom data group if the custom data form is displayed once for the 
custom data group (Christensen etal. . page 5, paragraph 0049, lines 48-51, wherein 
the database is made up of tables). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Nishimura by teachings of Christensen et al. to 
include group custom data table for storing an entry for the custom data for the custom 
data group if the custom data form is displayed once for the custom data group because 
storing data in tables is convenient and efficient process. 

Nishimura as modified still does not teach an item custom data table for storing 
an entry for the custom data for each item in the custom data group if the custom data 
form is displayed once for each item in the custom data group. 

Christensen et al. does teach an item custom data table for storing an entry for 
the custom data for each item in the custom data group if the custom data form is 
displayed once for each item in the custom data group (Christensen et al. . page 5, 
paragraph 0049, lines 48-51 , wherein the database is made up of tables). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Nishimura as modified by teachings of Christensen 
et al. to include an item custom data table for storing an entry for the custom data for 
each item in the custom data group if the custom data form is displayed once for each 
item in the custom data group because storing data in tables is convenient and efficient 
process. 
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As per claim 19 Nishimura is directed to further comprising: 
program code for obtaining purchase information for the item (page 7, paragraph 
0103, lines 5-6); 

program code for obtaining custom data using the custom data form (page 7, 
paragraph 0103, lines 7-9); 

Nishimura does not teach program code for storing the custom data and the 
purchase information. 

Christensen et al. teaches program code for storing the custom data and the 
purchase information (Christensen et al. . page 5, paragraph 0049, lines 48-51). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Nishimura by teachings of Christensen et al. to 
include saving the information in a database because it is more efficient to store the 
information about item and purchase data together for good recordkeeping. 

As per claim 20 Nishimura as modified is directed to comprising program code 
for processing the custom data (Nishimura , figure 4, s20, wherein processing happens 
when the purchase is submitted). 

10. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishimura (US 2001/0051904 A1) and Christensen et al. (US 2002/0154114 A1) above, 
and further in view of Leber et al. (US 2003/0182391 A1). 
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As per claim 1 1 Nishimura and Christensen et al. do not teach concatenating 
custom data obtained for a plurality of input fields. 

Leber et al. teaches concatenating custom data obtained for a plurality of input 
fields (Leber et al. . figure. 2b, 288). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Nishimura as modified by teachings of Leber et al. 
to include concatenating of data because doing so keeps all the relevant data together. 

Nishimura and Christensen et al. as modified still do not teach storing the 
concatenated custom data as a large object in the database. 

Leber et al. teaches storing the concatenated custom data as a large object in 
the database (Leber etal. . page 4, paragraph 0067, lines 7-8). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Nishimura as modified by teachings of Leber et al. 
to include saving the information in a database because it is more efficient to store the 
data in a repository that is easily accessed. 



Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Shah et al. (US 2004/0204998 A1) teaches concatenation. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tomasz Ponikiewski whose telephone number is 
(571)272-1721. The examiner can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Gaffin can be reached on (571)272-4146. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Tomasz Ponikiewski 
June 8, 2006 




